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DETAILED ACTjON 



1 . Claims 1-27 are pending in this office action. 



Information Disclosure Statement 



2. Applicants' Information Disclosure Statement, filed on 07/29/2003 has been 
received, entered and considered. See attached form PTO-1449. 



Double Patenting 



3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claims 1-3, 16 and 26 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,629,098. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because for the reason set forth hereinbelow. 

Claim 1 contains all the limitations of claim 1 of the patent No. 6,629,098 except 
the limitations "comparing said data to a validation rule; adding an exception rule to said 
exception set; presenting said exception set to a user for review; accepting a corrected 
data input from said user; comparing said corrected data input with said predetermined 
validation criteria; comparing said corrected data input with said validation rule; adding 
said criteria exception when said corrected data input fails to compare with said 
predetermined validation criteria; and adding said rule exception when said corrected 
data input fails to compare with said validation rule." However, it has been held that 
omission of an element and its function in a combination where the remaining 
elements perform the same function as before involves only routine skill in the 
art. In re Karlson, 136 USPQ 184 (CCPA 1963). Thus, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to omit the 
above limitations without changing the function of the system. 
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Claim 2 contains all the limitations of claim 1 of the patent No. 6,629,098 except 
the limitations "presenting said exception set to a user for review; accepting a corrected 
data input from said user; comparing said corrected data input with said predetermined 
validation criteria; comparing said corrected data input with said validation rule; adding 
said criteria exception when said corrected data input fails to compare with said 
predetermined validation criteria; and adding said rule exception when said corrected 
data input fails to compare with said validation rule." However, it has been held that 
omission of an element and its function in a combination where the remaining 
elements perform the same function as before involves only routine skill in the 
art. In re Karlson, 136 USPQ 184 (CCPA 1963). Thus, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to omit the 
above limitations without changing the function of the system. 

Claim 3 contains all the limitations of claim 1 of the patent No. 6,629,098 except 
the limitations "accepting a corrected data input from said user; comparing said 
corrected data input with said predetermined validation criteria; comparing said 
corrected data input with said validation rule; adding said criteria exception when said 
corrected data input fails to compare with said predetermined validation criteria; and 
adding said rule exception when said corrected data input fails to compare with said 
validation rule." However, it has been held that omission of an element and its 
function in a combination where the remaining elements perform the same 
function as before involves only routine skill in the art. In re Karlson, 136 USPQ 
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184 (CCPA 1963). Thus, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to omit the above limitations without 
changing the function of the system. 

Claim 16 contains all the limitations of claim 1 of the patent No. 6,629,098 except 
the limitations "comparing said data with a predetermined validation criteria; comparing 
said data to a validation rule; adding an exception rule to said exception set; presenting 
said exception set to a user for review; accepting a corrected data input from said user; 
comparing said corrected data input with said predetermined validation criteria; 
comparing said corrected data input with said validation rule; adding said criteria 
exception when said corrected data input fails to compare with said predetermined 
validation criteria; and adding said rule exception when said corrected data input fails to 
compare with said validation rule." However, it has been held that omission of an 
element and its function in a combination where the remaining elements perform 
the same function as before involves only routine skill in the art. In re Karlson, 
136 USPQ 184 (CCPA 1963). Thus, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to omit the above limitations 
without changing the function of the system. 

Claim 26 contains all the limitations of claim 1 of the patent No. 6,629,098 except 
the limitations "comparing said data to a validation rule; adding an exception rule to said 
exception set; presenting said exception set to a user for review; accepting a corrected 
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data input from said user; comparing said corrected data input with said predetermined 
validation criteria; comparing said corrected data input with said validation rule; adding 
said criteria exception when said corrected data input fails to compare with said 
predetermined validation criteria; and adding said rule exception when said corrected 
data input fails to compare with said validation rule." However, it has been held that 
omission of an element and its function in a combination where the remaining 
elements perform the same function as before involves only routine skill in the 
art. In re Karlson, 136 USPQ 184 (CCPA 1963). Thus, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to omit the 
above limitations without changing the function of the system. 

"A later patent claim is not patentably distinct from an earlier patent claim if the 
later claim is obvious over, or anticipated by, the earlier claim. In re Longi , 759 F.2d at 
896, 225 USPQ at 651 (affirming a holding of obviousness-type double patenting 
because the claims at issue were obvious over claims in four prior art patents); In re 
Berg , 140 F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of 
obviousness-type double patenting where a patent application claim to a genus is 
anticipated by a patent claim to a species within that genus). " ELI LILLY AND 
COMPANY v BARR LABORATORIES, INC., United States Court of Appeals for the 
Federal Circuit, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30, 
2001). 



4. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
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added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



Claims 4, 10 and 11 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-3 of prior U.S. Patent No. 6,629,098. This is a double 
patenting rejection. 



Claim 4 contains all the limitations of claim 1 of the patent No. 6,629,098. 



Claim 10 contains all the limitations of claim 2 of the patent No. 6,629,098. 



Claim 11 contains all the limitations of claim 3 of the patent No. 6,629,098. 



Claim Rejections - 35 USC § 103 



5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, and 5-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Scott Ellard (Ellard hereinafter) U.S. Patent No. 5,991,758 in view of Rich et al. 
(Rich hereinafter) U.S. Patent 6,748,554. 

With respect to claim 1, 2, 16 and 26 Ellard teaches "a method of validating 
data submitted to a database application comprising the steps of as validating the 
data in the received data record (Ellard Abstract line 7). 

"receiving data input in response to a query presented to a user" as the 

master entity index system may include a master entity index (MEI) 32 that processes, 
updates and stores data records about one or more entities from one or more 
information sources 34, 36, 38 and responds to commands or queries from a plurality of 
operators 40, 42, 44, where the operators may be either users or information systems 
(Ellard Col 4, Lines 33-39). 

"comparing said data with a predetermined validation criteria" as a system 
and method is also provided for retrieving records that refer to an entity characterized 
by a specific set of data values by comparing a predetermined number of fields within 
the received data record with a predetermined number of fields within the data records 
already in the database (Ellard Col 3, Lines 29-35). 
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"adding a criteria exception rule to an exception set class where said data 
fails to meet said predetermined validation criteria, said exception identifies a 
data field of said data input which does not meet said validation criteria" as 

The exception handling database 82 contains one or more exception handling routines 
that permit the master entity index system to handle data record problems. The 
exception handling rules within the database may have the form of 
"condition.fwdarw.action" processing rules (Ellard Col 7, Lines 56-60). If there are two 
data records that appear to relate to the same entity, but the sex of the entity is different 
for each data record, the MEI should request further review of the data records. In 
response to this request, an operator may determine that the data records are the 
same, with a incorrectly typed sex for one of the records and the operator may enter a 
rule into the rules database that the two data records are linked together despite the 
difference in the sex attribute. The exception database may have an associated 
database 80 (described below), which stores the actual exceptions that occur during 
processing of the input data records (Ellard Col 8, Lines 1-12). 

Ellard discloses the elements of claim 1 as noted above but does not explicitly 
teach the step of, having "exception set with class." 

However, Rich discloses "exception set with class" as if no exception handler 
had been set by any class on the stack, the current Java program is terminated. If an 
exception handler had been set, then the JVM trims the stack of any classes that had 
not set an exception handler (after the one class that had set an exception handler), and 
gives the exception handler control. If the exception handler does not in fact handle the 
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exception, then the JVM resumes its search for a handler as outlined above. If the 
exception handler does handle the exception, then program execution now continues in 
the class that contained the exception-handling code. Note that since the exception has 
now been handled, it is as if it had never happened (Rich Col 4 Lines 56-68). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teaching of the cited references because Rich's 
teaching would have allowed Ellard to provide a default notification, or to enable an 
authority to provide its own set of customized notifications (Rich Col 2, Lines 2-5) by the 
use of class that contains exception set. 

With respect to claims 3, 14 and 15 Ellard teaches "the step of presenting said 
exception set class to a user for review" as the routine may generate a message for 
the operator or may process the data using another software program. A message may 
be displayed to the user in step 158. If there was not an exception handling routine in 
the exception handling database, then a message is printed for the user in step 158. 
The message may require the user to perform some action or may just notify the 
operator of the action being taken by the MEI in response to an exception (Ellard Col 
10, Lines 60-67). 

With respect to claim 5, 17 and 18 Ellard teaches "wherein said data input is 
received from a client-side application" as the master entity index system may 
include a master entity index (MEI) 32 that processes, updates and stores data records 
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about one or more entities from one or more information sources 34, 36, 38 and 
responds to commands or queries from a plurality of operators 40, 42, 44, where the 
operators may be either users or information systems (Ellard Col 4, Lines 33-39 & 
Figure 5, element 122). 

With respect to claims 6-9, 1 1 , 12, 13 and 25 Ellard teaches "wherein said 
exception set class comprises a data object" as additional data sets may be 
involved in the validation process, for example, a data set containing valid customer 
account numbers. If the validation process fails, in step 176 an exception may be 
created that indicates that invalid data is received, the exception handling method 
described above may be performed, and processing of the insert new 
record operation is complete (Ellard Col 1 1 , Lines 22-27). "data object comprising 
an exception set and exception set comprising a plurality of exceptions" as 
In step 154, the MEI determines if there is an exception handling rule within the 
exception handling database 82 for handling the anomaly, as shown in FIG. 3 As 
described above, the exception handling database contains a plurality of rules for 
handling various types of exceptions. If an exception handling rule is in the exception 
handling database, in step 156, the MEI may perform the exception handling routine in 
the database (Ellard Col 10, Lines 53-60). 

With respect to claim 10 Ellard teaches "the method of claim 9, wherein said 
data field is associated with a throwable object where said data field cannot be 
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validated" as additional data sets may be involved in the validation process, for 
example, a data set containing valid customer account numbers. If the validation 
process fails, in step 176 an exception may be created that indicates that invalid data is 
received, the exception handling method described above may be performed, and 
processing of the insert new record operation is complete (Ellard Col 1 1 , Lines 22-27). 
The data field is associated with a throwable object since the exception set contains 
exceptions and the exception is specifying the data input field that contains data that 
cannot be validated. 

With respect to claims 19-24, Ellard teaches the claimed invention of "network 
interface and a client server application" as shown in Figure 1. 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ellard et 
al. (Patent No. 5,991,758). 

With respect to claim 4, Ellard teaches "the method of claim 3, further 
comprising the steps of accepting a corrected data input from said user, 
comparing said corrected data input with said predetermined validation criteria, 
comparing said corrected data input with said validation rule" as the identifying 
means further comprising one or more control databases for identifying errors in the 
data contained in one or more fields of the received data record in order to correct the 
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data in the received data record and means for matching the corrected data in the 
received data record with the data records already in the database. Means for scoring 
the identified matching candidates using a predetermined scoring criteria, which 
measures a likelihood of a match between the received data record and the data 
records in the database. (Ellard Col 16, Lines 1-7) (Col 4, Lines 50-56). 

Ellard discloses the elements of claim 4 as noted above but does not explicitly 
teach the step of, "adding said criteria exception when said corrected data input 
fails to compare with said predetermined validation criteria, and adding said rule 
exception when said corrected data input fails to compare with said validation 
rule." 

However, Ellard teaches "adding said criteria exception when said corrected 
data input fails to compare with said predetermined validation criteria, and adding 
said rule exception when said corrected data input fails to compare with said 
validation rule" as if the validation process fails, in step 199 an exception may be 
created that indicates that invalid data is received, the exception handling method 
described above may be performed, and the processing of the update existing data 
record operation is complete (Ellard Col 12, Lines 12-16). If there are two data records 
that appear to relate to the same entity, but the sex of the entity is different for each 
data record, the MEI should request further review of the data records. In response to 
this request, an operator may determine that the data records are the same, with a 
incorrectly typed sex for one of the records and the operator may enter a rule into the 
rules database that the two data records are linked together despite the difference in the 
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sex attribute. The exception database may have an associated database 80 (described 
below), which stores the actual exceptions that occur during processing of the input 
data records (Ellard Col 8, Lines 1-12). Examiner interprets the update data as 
corrected data. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of the cited reference to implement a 
method of adding an exception rule because it aids in handling a similar exception in 
future. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim 27 is rejected under 35 U.S.C. 102(b) as being anticipated by Ellard et al. 
(U.S. Patent No. 5,991,758). 

With respect to claim 27, Ellard teaches a system for validating data input, 
comprising: 
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"client-side terminal for presenting a data entry form to a user" as the 

master entity index system may include a master entity index (MEI) 32 that processes, 
updates and stores data records about one or more entities from one or more 
information sources 34, 36, 38 and responds to commands or queries from a plurality of 
operators 40, 42, 44, where the operators may be either users or information systems 
(Ellard Col 4, Lines 33-39). 

"database server for receiving a data entry record from said client-side 
terminal and incorporating it into database where certain pre-determined 
validation criteria are met" as the data store 54 may include an entity database 56, 
one or more control databases 58, and an exception occurrence database. The entity 
database may store the data from the data records as specified above from the one or 
more information sources and may separately store links between one or more data 
records when those data records contain information about the same entity (Ellard Col 
5, Lines 29-35). 



Conclusion 



8. The prior art made of record and not replied upon is considered pertinent to 
applicant's disclosure is listed on 892 form. 
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9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Usmaan Saeed whose telephone number is (571)272- 
4046. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on (571)272-3978. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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